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RbdIv to Office Action of March 24, 2006 

RECEIVED 

JUL 2 4 2006 

Applicant respectfiilly requests reconsideration in view of the amendment and Mowing 
remarks. Support for newly added claim 20 can be found in the original claim 5. No additional 

fee is required for the extra dainL 

aaims 1 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 01/17931 
(hereinafter "WO '931") (using Braun et al. U.S. Patent No. 6,521,199 as unofficial English 
translation (hereinafter "Braun '199")). Clams 1 and 8 are rqeoted under 35 U.S.C. 102(e) as 
being anticipated by Braun ' 199. CMm 1 is rejected under 35 U.S.C. 102(b) as being anticipated 
by Wooleetal. US. PatentNo. 3.687,626 (hereinafter "Woole"). Claims 1-19 are rejected under 
35 U.S.C. 103(a) as being unpatentable over WO '93 1 or Braun '199. either one in view of 
Bisignanietal. U.S. PatentNo. 3,320,030 (heremafter"Bisigtiani"). Claims 1-7 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Woole in view of Bisignani. Tlie ^Ucant 
respectfully disagrees. 

over Braun WO '931 an d Braun '199 

Claims 1 and 8 were rejected under 35 U,S,C. 102(b) as being anticipated by WO '93 1. 
Claims 1 and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by Braun ' 199. 

WO '931 discloses the fluorination of sndfur^ chloride or sulfuryl <Woride fluoride to 
sulfuryl fluoride using HF adducts of amines. As the examiner has correcfly recognized (page 3 
of the Office Action), this reaction proceeds in two steps. The first step is the fluorination of 
sulfuryl chloride to sulfuryl chloride fluoride. This first step is independent of the HF content in 
the reaction medium (see Braun '1 19. col.3, lines 37 to 50, especially lines 48 to 50). The 
examiner has recognized this in the first sentence of page 3 of the Office Action. 
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The fluorination of sulfwcyl chloiide fluoride to form sulfuryl fluoride (this is the type of 
Inaction claim 1 of the applicant's instant invention is dealing with) is, accordhig to Bram, more 
critical in view of the ratio of amine and HF. HP is distilled off the bring the ratio of amine and 
HF to a value lower than 3 .5. See Braun '199, col. 3, hnes 42 to 48, and example 4 whicih 
demonstrates how to produce a compound with a ratio of 2.8 for HF and amine. This compound 
is described in example 4 suitable for the preparation of sulfuiyl fluoride from sulfuryl chloride. 
The examiner has recognized this (see the middle of page 3 of the Office Action). 

The problem is that the examiner does not realize that the reaction described there is 
totally different from what the applicant's claim. The ^licant's claim 1 covers a "Process for 
preparing SO2F2, which comprises introducing in a gas phase reaction step SO2F2 Fecursors 
comprising at least SO2CIF and hydrogen fluoride. " Hie Focess disclosed by Braun '199 
neither describes the introduction of hydrogen fluoride as are required by the applicant's claimed 
invention. 

Evidence of this can be found in US patent Franz 5.969,199 ("Frana"). Franz discloses 
the addition of HF to unsaturated alkenes. It describes adducts of HF and amines with an 
amine/HF ratio particularly in the range of 2 to 3, see col. 3, line 58. These are stable complexes 
which have no HF vapor pressure. Hence, Braun '199 who describes such adducts does not 
introduce HF because as Franz shows these compounds have no HF vapor pressure. 

Brann '199 does not disclose nor teach the introduction of HF m aprocess to prepare 
sulfuryl fluoride from sulfioryl chloride fluoride, because the compounds Braun applies have no 
HF pressure. Therefore, Braun ' 1 19 does not anticipate nor render the applicant's claimed 
invention obvious. For the above reasons, this rejection should be withdrawn. 
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Wpl oorinn Over WOole 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Woole. Woole in fact 
discloses, just as the examiner states, a process for the production of sulfuiyl fluoride from, i.e., 
sulfuryl chloride fluoride and NH4F-HF. It that the examiner has misunderstood the 

disclosure of Woole for the following reasons: 

Firstly, Woole does not disclose a gas phase reaction. Woole discloses a liquid-phase 
reaction or even a soUd-phase reaction, see col, 2, line 60 to col 3, line 4 because the 
fluorinatingreagent,ammoniumbifluoride, is soUd or liquid. In the appUcants' claimed 
invention, HF is appHed in the gas phase, see Hie appHcant's daim 1 . 

Secondly, the examiner considers the ammonium bifluoride as disclosed by Woole a 
"HF^ontaining compound", see page 4, end of first paragraph. That immediately sbows the flaw 
in die argumentation because the applicant's process is directed to the introduction of hydrogen 
fluoride, and not of a "HF-containine compound". Since Woole applies ammonium bifluoride (a 
solid) which is not hydrogen fluoride (a gas), and the appUcant applies hydrogen fluoride which 
is not ammonium bifluoride, the difference between Woole and the applicant's claimed invention 
is striking. Therefore, Woole does not disdose a gas-phase reaction, and Woole does not 
disdose the use of HF as required by the applicant's claimed invention and this rejection should 
be withdrawn. 

^'i IT fi f!. in-^ra-> Rgfection Over Wn Or Braun '100. In View Of Bisignani 

Chums 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO '931 or 
Braun '199, either one in view of Bisignani. The applicant believes that the examiner errs that 
"WO '93 1 or Braun '1 99 discloses a process as stated in the above rejection". As stated above 
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both Braun documents do not anticipate ox fender the applicant's independent claimed invention 
obvious. The applicant does not believe that Bisignai cures the deficiencies of Braun. 
As to daim 4, Bisignani does not rectify Braun's deficiencies. 
There is no motivation in Braun to consider a carbon catalyst for his Uquid-phase process. 
It is noted that Bisignani discloses a catalyst for the production of sulfiiryl fluoride or 
sulfuryl chloride fluoride end product from sulfiiryl chloride or S02/C12 and HF in the gas 
phase, while the applicant's claimed process includes the preparation of sulfiiryl fluoride from 
starting material comprismg sulfuryl chloride fluoride. It is questionable why one should 
consider the catalyst of Bisignani at aU, considering the different desired products of Bisignani 
and the apphcant's claimed invention. 

The Examiner must consider the references as a whole, In ye Yates, 21 1 USPQ 1 149 
(CCPA 1 981). The Examiner cannot selectively pick and choose from the disclosed multitude of 
parameters anv direction as to the particular one selection of the reference wjtihojit 

promr motivation . The mere fact that the prior art may be modified to reflect features of tiie 
claimed invention does not make modification, and hence claimed invention, obvious unless the 
prior art snggested the desirability of such modificatioii (InreGord^ 733 F.2d 900, 902, 
221 USPQ 1 125, 1 127 (Fed. Cir. 1984); InteBaird. 29 USPQ 2d 1550 (CAFC 1994) and Inis 
Fritch, 23 USPQ 2nd. 1780 (Fed. Cir. 1992)). TtireGotman. 933 F.2d 982, 987. 18 USPQ2d 
1885, 1888 (Fed. Cir. 1991) (in a determination under 35 U.S.C. § 103 it is impeimissibleto 
simply engage in a hindsight reconstruction of the claimed invention; the references themselves 
must provide some teaching whereby the applicant's combination would have been obvious); h 
r^Dnw Chemical Co„ 837 F.2d 469,473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988) (under 35 
U.S.C. § 103, both the suggestion and tiie e:q»eotation of success must be founded in the prior art, 
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not in the appUcant's disclosure). Tho appUcants disagree mth the Examiner why one skilled in 
the art with the knowledge of the references would selectively modify the references in order to 
airive at the applicants' claimed invention. The Examiner's argument is clearly based on 
hindsight reconstroction. 

Obviousness cannot be estabUshed by combining the teachings of the prior art to produce 
the claimed invention absent some teaching, suggestion, or incentive supporting this 
combination, althoughit may have been obvious to try various combinations of teachings of the 
prior art references to achieve the applicant's claimed invention, such evidence does not establish 
prima facie case of obviousness HnreGeieer. 2 USPQ 2d. 1276 (Fed. Cir. 1987)). There would 
be no reason for one skilled in the art to combine WO '93 1 or Biaun '199, either one in view of 
Bisignani. For the above reasons, this rejection should be withdrawn. 

35 U.S.C. in^ra't Reiectinn Over Reje ction over Wftole '626 and Bisignani 
Claims 1-7 are rejected under 35.U.S.C. 103(a) as being unpatentable over Woole in view 
of Bisignani. As stated above, the applicant does not believe that Woole anticipates or renders 
the applicant's claimed invention obvious. 

The process of Woole was developed to substitute the gas-phase reaction between sulfur 
dioxide, chlorine and hydrogen fluoride over activated charcoal catalysts because of low 
conversion of chlorine and substantial corrosion of reactor materials (see Woole col. 1, lines 22 
to 60). Woole provides an alternative wherein ammonium bifluoride is reacted in a solid-phase 
reaction or a liquid-phase reaction with sulforyl chloride, sulfuryl chloride fluoride or sulfuiyl 
bromide fluoride (col. 2, lines 60fE). 
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Bisigtxani is ^lied by the examiner to teadi the use of a catalyst to promote Hie 
production of sulfuryl fluoride (see the bottom of page 6 of the Office Action). 

The applicant believes that there is no motivation to apply the catalyst of Bisignani in the 

process of Woole at all. 

Woole describes a catalyst-free alternative to a catalyzed process using activated carbon 

(see Woole, col. 1, lines 22 to 60). 

The catalyst of Bisignani catalyzes a gas-phase reaction in which HF is involved (see 
col. 1 , line 66 to col. 2, 6, and the examples). The process of Woole is a solid-phase or liquid- 
phase process in which no HF is involved (see Woole col. 2, line 60 to col. 3, line 8). The 
appUcant does not understand how a person of ordinary skill in the art can one expect a catalyst 
to work in different phase (gas /Solid or liquid) with different reactants (HF / Ammonium 
bifluoride). There clearly is no motivation to combine these references. 

Assuming arguendo that the references can be combined, the result would be the solid- 
phase or liquid-phase process of Woole concerning the reaction of sulfuryl chloride, chloride 
fluoride or bromide fluoride with a bifluoride in the presence of the carbon-bifluoride catalyst of 
Bisignani. That is not the applicant's claim process which olauns a gas-phase reaction involving 
HF. For the above reasons, this rejection should be withdrawn. 

In view of the above amendment, appUcant believes the pending plication is m 
condition for allowance. 
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A one monUi extension has been paid. Applicant believes no fee is due with tMs 
response. However, if a fee is due, please charge our D^osit Ac«.nnt No. 03^2775, under Order 



No. 13146-00002-US from which the undersigned is authorized to draw. 




Ashley L PezzHer 

Registration No.: 353646 
CONNOLLY BOVE LODGE & HUTZ LLP 
1 007 North Orange Street 
P.O. Box 2207 

Wilmington, Delaware 19899 
(302) 658-9141 
(302) 658-5614 (Fax) 
Attorney for Applicant 
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